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DETAILED ACTION 
Examiner's Qtmments 

1. This action is in response to applicant's election received Ijl^llGG'^. 

2. Applicant elected Group I, claims 1-19 drawn to an adaptor for a fastener tool having a mounting 
bracket for attachment thereto with traverse. The traversal is on the ground(s) that examining both 
groups would not place a serious burden on the Examiner. This is not found persuasive because the 
inventions are distinct for the reasons set forth in the prior office action. The requirement is still deemed 
proper and is therefore made FINAL. 

3. The pending claims remain 1-23; however, claims 20-23 are withdrawn from further 
consideration pursuant to 37 CFR 1.142(b) as being drawn to a nonelected invention, there being no 
allowable generic or linking claim. 

4. The Examiner notes that the office action below may reference support found in the cited prior 
art by indicating element numbers, figures or by pointing out a specific paragraph (PAR) number in which 
support can be found. The PAR number referenced corresponds to paragraph number beginning in the 
"Detailed Description" of the disclosure unless otherwise noted. 

C/a/'m Rejections - 35 USC§ 112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claim 12 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which applicant regards as the invention. 

Specifically, claim 12 does not further limit the structure of the claimed invention. Appropriate 
correction is required. 

Claim Rejections - 35 USC§ 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis 
for the rejections under this section made in this Office action: 



Application/Control Number: 10/599,712 Page 3 

Art Unit: 3721 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or 
in public use or on sale in this country, more than one year prior to the date of application for 
patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), 
by another filed in the United States before the invention by the applicant for patent or (2) a 
patent granted on an application for patent by another filed in the United States before the 
invention by the applicant for patent, except that an international application filed under the 
treaty defined in section 351(a) shall have the effects for purposes of this subsection of an 
application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

8. Claims 1-9 and 12-13 are rejected under 35 U.S.C. 102(b) as being anticipated by US 3,998,372 

to Leonardo et al. 

With respect to claims 1 and 12, an adaptor (16) for a tool (10), having an attachment portion 
(18) for coupling to the tool and a support (40,44) arranged to hold a mounting bracket relative to a 
substrate and allow a fastener from the tool to be driven through the mounting bracket (figs. 3,4, PARs 
1-6). 

With respect to claim 2, that attachment portion is fitted to a nosepiece of the tool (via 22,24, 

fig. 5). 

With respect to claim 3, the attachment portion includes an aperture (18) which receives the 
nosepiece of the tool (fig. 4, PAR 3). 

With respect to claims 4-5, the adaptor is provided with a lock (22,24 via 26, PAR 4, figs. 2,5) for 
releasably locking the adaptor to the nosepiece of the tool. The lock is operable via an annular groove 
(22) formed on the nosepiece. 

With respect to claim 6, the adaptor is arranged to align and aperture of the mounting bracket 
with a nosepiece (14) of the tool. 

With respect to claims 7-9, the adaptor has a plurality of supports (supports 40,42) located on 
the adaptor are adjustable so as to provide a support surface for a plurality of differently-sized brackets. 

With respect to claim 13, the support tabs (42,44) hold a bracket in place against a substrate to 
assist a user in aligning the bracket and substrate correctly. 
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9. Claims 14-18 are rejected under 35 U.S.C. 102(b) as being anticipated by US 5,484,094 to Gupta. 
With respect to claim 14, a holder (40) for holding an item (20) to facilitate attachment of the 

item to a substrate by a fastener (12) wherein the holder magnetically (via 90) retains the item in a 
position to receive the fastener from a tool (10). 

With respect to claims 15-16, the holder (40,70) is adapted to be mounted on a nosepiece (14) 

of a tool and includes a structure to engage the nosepiece. 

With respect to claim 17, the structure has an aperture which receives the nosepiece (fig. 4, 
undesignated aperture). 

With respect to claim 18, the holder is provided with a lock (50, PAR 8) for releasably locking the 
holder to the nosepiece. 

Claim Rejections - 35 USC§ 103 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious 
at the time the invention was made to a person having ordinary skill in the art to which said 
subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

11. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over US 3,998,372 to 
Leonardo et al. As discussed above, Leonardo discloses the invention substantially as claimed showing an 
adaptor (16) for a tool (10), having an attachment portion (18) for coupling to the tool and supports 
(40,44, fig. 3) arranged to hold a mounting bracket. The supports extend outwardly from opposite sides 
of the adaptor body; however the supports are not in the form of a curved arm, but rather square- 
shaped clamping arms (fig. 3). It would have been an obvious matter of design choice to modif/ the 
shape of the clamping arms since applicant has not disclosed that the shape of the arms solves any 
stated problem or is for any particular purpose and it appears that the invention would perform equally 
well with either design choice. 
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12. Claim 11 is rejected under 35 U.S.C. 103(a) as being unpatentable over US 3,998,372 to 
Leonardo et al in view of US 5,484,094 to Gupta. As discussed above, Leonardo discloses the invention 
substantially as claimed showing an adaptor (16) for a tool (10), having an attachment portion (18) for 
coupling to the tool and supports (40,44, fig.3) arranged to hold a mounting bracket. Leonardo does not 
disclose the use of a magnetic member for holding a mounting bracket in place prior to it being fastened 
to a substrate. However, Gupta does show a holder having a magnetic means (90) for retaining an item 
in a position to receive the fastener from a tool. Gupta teaches the well known and expected use of a 
magnetic means in place of a clamping means, if desired, and it would have been obvious to one skilled 
in the art to configure/modify the fastening tool of Leonardo in order to utilize the desired retaining 
means, since such a modification is within the engineering purview of the skilled artisan. 

13. Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over US 5,484,094 to Gupta in 
view of US 3,998,372 to Leonardo et al. As discussed above, Gupta discloses the invention substantially 
as claimed showing a holder (40) for holding an item (20) to facilitate attachment of the item to a 
substrate by a fastener (12) wherein the holder is provided with a lock (50, PAR 8) for releasably locking 
the holder to the nosepiece. As shown (fig. 4), Gupta discloses a lock that is selectively operable to 
engage with grooves formed on an outer surface of the nosepiece. Leonardo shows an adaptor provided 
with a lock (22,24 via 26, PAR 4, figs. 2,5) for releasably locking the adaptor to the nosepiece of the tool. 
The lock is operable via an annular groove (22) formed on the nosepiece. In view of Leonardo, it would 
have been an obvious matter of design choice for the locking grooves to be on an annular surface since 
applicant has not disclosed that the surface on which the grooves are located solves any stated problem 
or is for any particular purpose and it appears that the invention would perform equally well with either 
design choice. 
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Conclusion 

14. The prior art made of record and not relied upon is considered pertinent to applicant's disclosure. 
Refer to attachment (PTO-892) for notice of references cited and recommended for consideration based 
on their disclosure of limitations of the claimed invention. 

15. Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Brian Nash whose telephone number is 571-272-4465. The examiner can normally be 
reached on Monday - Friday from 8 a.m. to 4 p.m. 

16. If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Rinaldi I. Rada can be reached at 571-272-4467. The official fax number for this Group is: 571-273-8300 

17. Information regarding the status of an application may be obtained form the Patent Application 
Information Retrieval (PAIR) system. For more information about the PAIR system, see www.uspto.gov. 
Should you have questions on access to the Private PAIR system, contact the Electronic Business Center 
(EBC) at 866-217-9197 (toll-free). 

/Brian D. Nash/ 3/24/2009 
Primary Examiner, Art Unit 3721 



